United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 14S0 

Alexandna, Virginia 22313-1450 

WWW.llSptO.gDV 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/731,606 


12/08/2003 


Yuko Takeda 


60395(49381) 


4761 



21874 7590 06/09/2008 

EDWARDS ANGELL PALMER & DODGE LLP 
P.O. BOX 55874 
BOSTON, MA 02205 



EXAMINER 



TRAORE, FATOUMATA 



ART UNIT 



PAPER NUMBER 



2136 



MAIL DATE 



DELIVERY MODE 



06/09/2008 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



1 



Office Action Summary 


Application No. 
10/731,606 


Applicant(s) 
TAKEDAETAL. 


Examiner 
Fatoumata Traore 


Art Unit 
2136 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

* Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communrcation. 

• If NO pertod Ibr reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS f^m the malflng date of this communication. 
. Failure to reply within the set or extendeid period for reply will, by statute* cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication{s) filed on 17 April 2007 , 
2a)D This action is FINAL. 2b)IEI This action is non-final. 

3) D Since this application is In condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition' of Claims 

4) KI Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim{s) is/are allowed. 

6) S Claimfs) 1-20 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 12 December 2002 is/are: a)S accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(5) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 36 U;S.C. § 1 19(a)-{d) or (0- 
a)n All b)n Some * c)]J None of: 

1 .13 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachmont(s) 

1 ) g Notice of References Cited (PTO-892) 

2) Q Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) 13 Information Disclosure Slatement(s) (PTO/SB/08) 

Paper No(s)/Mall Date laaSfifiej. 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) Q Notice of Informal Patent Application 

6) □ Other: 



U.S. Patent and Tradamarlc OfDoe 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Man Date 20070625 



Application/Control Number: 10/731.606 Page 2 

Art Unit: 2136 

DETAILED ACTION 

1 . Applicant's amendment filed on April 1 7, 2007 has been entered. Claims 1 -20 
are pending. Claims 1-6, 12-16 are amended by the applicant. 

2. • 

Response to Amendment 

3. Applicant's arguments with respect to claims 1-10, 12. 13, 15-17, 19, 21. 22 have 
been considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections • 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which fomns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-20 arie rejected under 35 U.S.C. 103(a) as being unpatentable over 
Imai (Us 5512977) in view of Monroe et al lUS 5268963). 

Claim 1: Imal discloses a copying machine capable of prohibiting illegal copying 

of document comprising: 

I. An encryption key-creating unit for creating an encryption key when 
acquisition unit acquires an Image signal (encryption generating means 
capable of generating an encryption key) (column 2, lines 15-17); 
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ii. An encrypting unit for encrypting the image signal with the 
encryption key created by said encryption key creating unit (encryption 
generating means capable of generating an encryption key for enciphering 
the information read by information reading means) (column 2, lines 15- 
20): 

iii. A writing unit for writing the encryption key into memory on said 
sheet having one or a plurality of memories (and an information writing 
means writing the infomnation enciphered on memory) (column 2, lines 20- 
25). 

iy. Wherein said image said image forming unit forms an image based 
on the image signal encrypted by said encryption unit on said sheet 
having one or a plurality of memories (column 2 lines 5-25). 
But does not explicitly disclose a sheet having one or a plurality of memories. 
However, Monroe et al discloses a device for encoding personalized 
identification for storage on memory device, which further discloses of a sheet 
(card) having one or a plurality of memories (column 3, lines 52-68 and figure 2). 
Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to include a sheet having one or a plurality of 
memories in the copying machine of Imai. One would have been motivated to 
include a memory card in order to store secure data. 
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Claims 2. 12: Imai and Monroe et al disclose a copying machine capable of 
prohibiting illegal copying of document as in claim 1 above, and further 
comprising: 

i. An image-reading unit for reading the image formed on said sheet 
having one or a plurality of memories (infomiation reading means for 
reading the information from the first or. fourth medium) (column 2, lines 
13-15): 

ii. A memory-reading unit for reading encryption key from memory 
when image-reading unit reads the image (the encryption key generated 
by the encryption key generating means is store in the first) (column 3. 
lines 20-25); and 

iii. A decrypting unit for decrypting the image signal of the image read 
by said image reading unit, with the encryption key read by said memory 
reading unit (and the deciphering means deciphers the information read 
by the information reading means utilizing as decryption key the 
encryption key store in the memory) (column 3, lines 20-25), 

iv. Wherein said image forming unit fomis an image based on the 
image signal decrypted by said decrypting unit on another sheet (column 
3, lines 10-25). 

But does not explicitly disclose a sheet having one or a plurality of memories. 
However, Monroe et al discloses a device for encoding personalized 
identification for storage on memory device, which further discloses of a sheet 
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(card) having one or a plurality of memories (column 3, lines 52-68 and figure 2). 
Therefore, it would have been obvious to one having ordinary sl<ill in the art at 
the time the invention v\^as made to include a sheet having one or a plurality of 
memories in the copying machine of Imai . One would have been motivated to 
include a memory card in order to store secure data. 

Claim 3: Imai and Monroe et at disclose a copying machine capable of 
prohibiting illegal copying of document as in claim 1 above. Imai further discloses 
acquiring/creating unit for acquiring or creating information about the image 
encrypted with the encryption key, wherein said writing unit writes the encryption 
key and the Information acquired or created by said information 
acquiring/creating unit into the same memory, or different memories (an 
information writing means for writing, printing, describing, storing infomiation in to 
memory (column 2, lines 20-25 and lines 35-43) and Monroe et ai also 
discloses an acquiring unit for acquiring information about the image encrypted 
(column 2, lines 21-44). However Imai does not explicitly disclose a sheet having 
one or a plurality of memories. Monroe et al discloses a device for encoding 
personalized identification for storage on memory device, which further discloses 
of a sheet (card) having one or a plurality of memories (column 3, lines 52-68 
and figure 2). Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to include a sheet having one or a 
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plurality of memories In the copying machine of Imai . One would have been 
motivated to include a memory card In order to store secure data. 

Claims 4, 1 3: Imai and Monroe at al disclose a copying machine capable of 
prohibiting illegal copying of document as in claims 2 and 12 above, and further 
discloses that the memory reading unit reads the encryption key and information 
about the image encrypted with the encryption key from the same memory, or 
different memories when said image reading unit reads the image (encryption 
key generated by encryption key generating means is stored in the first memory, 
and the deciphering means deciphers the information read by the information 
reading means) (column 3, lines 20-25), and said image fomilng apparatus 
further comprises a display unit for displaying the information read by said 
memory reading unit( the storage location in the memory in which the encryption 
key is stored is displayed on the displaying means(column3, lines 50-55). But 
Imai does not explicitly disclose a sheet having one or a plurality of memories. 
However, Monroe et al discloses a device for encoding personalized 
identification for storage on memory device, which further discloses a sheet 
(card) having one or a plurality of memories (column 3, lines 52-68 and figure 2). 
Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to include a sheet having one or a plurality of 
memories in the copying machine of Imai One would have been motivated to 
include a memory card in order to store secure data. 
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6. Claims 5-11, 14-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Imai (US 5512977) and Monroe etal (US 5268963) in view of Haradaetat (US 
20030007640). 

Claims 5, 14: Imai and IVIonroe et disclose an apparatus capable of prohibiting 
illegal copying of file as in claims 4 and 1 3 above, and but does not explicitly 
disclose that the reading unit includes the number of times the image was 
formed. However Harada et al discloses a similar apparatus, which includes 
content storage unit with pre-stores usage condition in correspondence with the 
content (page 1 1 , paragraph 021 5). The usage condition is permitted a 
permitted number of playback times. The permitted number of playback times 
imposes limitation on the total number of times that the user is permitted to play 
back the stored content that correspond to the usage condition (page 1 1 
paragraph 0216). The condition storage unit shows (writes) a permitted playback 
(image fomied) number of time (page 2, paragraphs 0024, 0214-0240 and figure 
13). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to niodify the combined method of Imai and 
Monroe et such as to include the number of times a copy was made in the 
copying machine as taught by Harada et al . One would have been motivated to 
include the number of copy in order to detemnine when the authorized limit was 
reached. 
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Claims 6, 15: Imai . Monroe et al and Harada et al disclose an apparatus 
capable of prohibiting illegal copying of file as In claims 5 and 14 above, and 
Harada et al further discloses that the condition storage unit shows (writes) a 
permitted playback (image formed) number of time (page 2, paragraphs 0024, 
0214-0240 and fig 13). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the combined method 
of Imai and Monroe et such as to include the number of times a copy was made 
in the copying machine as taught by Harada et al . One would have been 
motivated to include the number of copy in order to determine when the 
authorized limit was reached. 

Claims: 7. 16. Imai . Monroe etal and Harada et at disclose an apparatus 
capable of prohibiting illegal copying of file as in claims 6 and 15 above, and Imai 
further discloses that the control circuit accepts input data from the keyboard and 
display necessary data on the display (column 10, lines 55-60). 

Claims 8, 17: Imai . Monroe et al and Harada et al disclose an apparatus 
capable of prohibiting illegal copying of file as in claims 5 and 14 above, and 
Harada et al further discloses that the condition storage unit shows (writes) a 
permitted playback (image formed) number of time and a condition judgment unit 
which judges to play back the content only when the number of times of actual 
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playback (image formed) of the content by the payback unit (image processing 
unit) is equal to or less than the permitted number of times (page 2, paragraphs 
0024, 0214-0240, and figure 11). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify the 
combined method of Imai and Monroe et such as to include the number of times 
a copy was made in the copying machine as taught by Harada et al One would 
have been motivated to include the number of copy in order to determine when 
the authorized limit was reached. 

Claims 9, 1 8: Imai and Monroe et al disclose an apparatus capable of 
prohibiting illegal copying of file as in claims 4 and 13 above, while neither of 
them explicitly discloses that the reading unit includes a period. However 
Harada etal discloses a similar apparatus in which the condition storage unit 
shows a permitted playback (image formed) period and a condition judgment unit 
which judges to determine if the date and time at which the content is to be 
played back by the playback unit is within the permitted playback period and then 
(page 2, paragraphs 24. 243-250 and figure 12). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
modify the combined method of Infiai and Monroe et such as to include a 
predetermined tirhe frame in the copying machine as taught by Harada et al . 
One would have been motivated to define a time period in order to prevent 
unauthorized copy when the limit was reached. 
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Claims 10,19: Imai . and Monroe et al disclose an apparatus capable of 
prohibiting illegal copying of file as in claims 4 and 13 above, while neither of 
them explicitly discloses that the identifier read by the memory reading unit 
include the identifier stored in the storing unit. However Harada etal discloses a 
similar apparatus in which the record/playback (image processing) device 
includes a condition storage unit operable to store usage condition information 
(identifiers) showing a permissive condition for use of the content; and a 
condition judgment unit operable to judge whether use of the content is pemiitted 
according to the usage condition infomiation (page 1 , paragraph 001 2). 
Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the combined method of Imai and 
Monroe et such as to include ah identifier in the copying machine as taught by 
Harada et al . One would have been motivated to include the identifier in order to 
prevent illegal copying. 

Claims 11, 20: Imai and Monroe et al disclose an apparatus capable of 
prohibiting illegal copying of file as in claims 4 and 13 above, while neither of 
them explicitly discloses that the code inputted by the input unit and the code 
read by the reading unit are identical. However Harada et al discloses a similar 
apparatus which further discloses the record/playback (image processing) device 
includes a condition storage unit operable to store usage condition information 
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(identifiers) showing a permissive condition for use of the content; and a 
condition judgment unit operable to judge whether use of the content is permitted 
according to the usage condition infonnation (page 1, paragraph 0012). In case 
. of receiving the read instruction from the input unit as well the information 
indicating of successful authentication from the authentication unit, the control 
unit outputs a storage instruction to the title key-generating unit of the decryption 
unit (page 15, paragraph 0309). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the 
combined method of Imal and Monroe et such as to include a code in the 
copying machine as taught by Harada et al . One would have been motivated to 
include the code in order to prevent illegal copying. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Ohta et al (US 71 88224) Content Duplication management system and 
networked apparatus. 

b. TasakI et al (US 4783823) Card identifying method and apparatus. 



Any inquiry concerning this communication or eartier communications from the 
examiner should be directed to Fatoumata Traore whose telephone number is (571) 
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270-1685. The examiner can nomnally be reached Monday through Thursday from 7:00 
a.m. to 4:00 p.m. and every other Friday from 7:30 a.m. to 3:30 p.m. 

if attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nassar G. Moazzami, can be reached on (571) 272 4195. The fax phone 
number for Formal or Official faxes to Technology Center 2100 is (571) 273-8300. Draft 
or Infonnal faxes, which will not be entered in the application, may be submitted directly 
to the examiner at (571) 270-2685. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group Receptionist whose telephone number is 
(571)272-2100. 

FT Nassar G. Moazzami 

June 27, 2007 Supervisory Patent Examiner 




